TH'S OPI NI ON WAS NOT' WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today (1) was
not witten for publication in a law journal and (2) is not
bi ndi ng precedent of the Board.
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KRATZ, Administrative Patent Judge.

DECI SI ON ON APPEAL

This is a decision on an appeal fromthe exam ner's fina
rejection of clainms 1-6. The rejection of claim6 was

wi t hdrawn by the exam ner and that claimwas indicated as

! Application for patent filed February 1, 1994.
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al | onwabl e by the exam ner in the answer nailed June 02, 1995.
Accordingly, only clains 1-5 are before us for consideration.
Clainms 7-20, which are all of the other clains that remain
pending in this application have been objected to by the
exam ner as depending on rejected clains (final rejection,

pages 3 and 4).

BACKGROUND

The appellants' invention relates to a nethod for
produci ng hydroxyfunctional conpounds by reacting pol yurethane
and/ or pol yuret hane pol yurea waste with a | ow nol ecul ar wei ght
diol or polyol. The am ne-containing al cohol ysis product
obtained fromthat reaction, which is conducted at a first
tenperature, is thereafter further reacted either (a) at a
| ower second tenperature with stirring; or (b) with a dial kyl
carbonate and/or a 1, 3-di carbonyl conpound. According to
appel l ants, "None of the rejected clains will be argued
separately" (brief, page 3). W construe this statenent as
nmeani ng that the clainms stand or fall together and thus we
deci de this appeal on the basis of independent claim1 al one.

See 37 CFR 8 1.192(c)(7) (1995). An understanding of the
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i nvention can be derived froma reading of representative
claim1l, which is reproduced bel ow.

1. A process for the production of hydroxyfunctiona
compounds suitable for use in the polyisocyanate pol yaddition
process from pol yuret hane and/ or pol yuret hane pol yurea waste
conpri si ng:

l. reacting a pol yuret hane and/ or pol yuret hane pol yurea
waste with a | ow nol ecul ar wei ght diol and/or polyol at a
tenperature of from about 160 to about 260°C and

I1. further reacting the am ne-containing al coholysis
product obtained in I. either

(a) with stirring at a tenperature of from about 50

to about 180°C but bel ow the tenperature at which I
was carried out
or

(b) wth a dialkyl carbonate and/or 1, 3-dicarbonyl
conpound.

The sole prior art reference of record relied upon by the

exam ner in rejecting the appealed clains is:

Brasl aw et al. (Braslaw) 4,159, 972 July
3, 1979

Clains 1-5 stand rejected under 35 U S.C. §8 102 as
antici pated by, or alternatively, under 35 U S.C. 8§ 103 as

bei ng unpat ent abl e over Brasl aw.
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We nmeke reference to the exam ner's answer(s) for the
exam ner's reasoning in support of the rejection, and to the
appel l ants' brief(s) for the appellants' argunents

t her eagai nst.

OPI NI ON

In reaching our decision in this appeal, we have given
careful consideration to the appellants' specification and
clainms, to the applied prior art reference, and to the
respective positions articulated by the appellants and the
exam ner. As a consequence of our review, we find ourselves
in agreement with the examner and wll affirmthis rejection
for reasons which follow.

Brasl aw di scl oses a recovery nethod for pol yurethane
scrap material including a first step of using | ow nol ecul ar
wei ght aliphatic diols to thermally dissol ve (deconpose) the
pol yuret hane nmaterial at tenperatures up to 210°C (columm 1).
Addi tional ly, Braslaw describes the nmethod step of vacuum
distilling the product of the first step at a tenperature of
about 130°C in a rotating filmevaporator in the presence of
added polyol (columm 4). Braslaw discloses that the recovered
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products are suitable for use in preparing new foans and
teaches that the obtainnent of a single layer liquid product
indicates that "preferred reaction conditions are being

enpl oyed" (colum 3, lines 7-38).

Appel l ants urge that the cl aimed process is
differentiated fromthe nmethod of Braslaw in that neither of
the alternatively clainmed second | ower tenperature processing
steps are taught by the applied patent (brief, page 3).

According to the exam ner (answer, pages 3 and 4),

Brasl aw does teach the nmethod defined by representative claim
1, including the second reaction step thereof. 1In the

exam ner's view, the nethod step required by the clained
alternative second reaction step of "stirring at a tenperature
of from about 50 to about 180°C but below the tenperature at
which 1. was carried out” is anticipated by Braslaw s "second”
step. In this regard, the exam ner applies Braslaw s step of
passing a product fromthe higher tenperature dissolution step
through a rotating filmevaporator maintained at 130°C as
teachi ng appell ants' clainmed alternative second step (a)
(answer, pages 4 and 6). Based on the present record, we find
oursel ves in agreenent with the exam ner.

5
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W note that appellants apparently agree with the
exam ner's application of Braslaw to the clained process
including the first reaction step with the exception,
according to appellants, that Braslaw does not disclose the
alternative second clained reactor step (a)2 However,
appel | ants have not convincingly pointed out how the clained
process, including the second | ower tenperature reaction step,
patentably differs fromthe rotating fil mevaporation step of
Braslaw that is being relied upon by the exam ner.

We agree with the exam ner's determ nation that sone
further reaction woul d have been reasonably expected to occur
during the evaporation step of Braslaw. In this regard,

Brasl aw enpl oys a tenperature within the range cl ai ned by

appel lants for the further reaction and di scusses "preferred
reaction conditions"” (colum 3, lines 37 and 38) as i ndicated
above. Mdreover, we note that claim1 uses open "conprising"
| anguage so as not to exclude other materials, acts or steps,

and claim 1l does not require any particular pressure, tine,

2 W again note that the exam ner has w thdrawn the
rejection as to claime6 which claimspecifies the second step
(b) alternative (answer, page 1).

6
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and/ or degree of reaction to differentiate over the nethod of
Braslaw. W also agree with the exam ner that the passage of

t he di ssolution product m xture through the rotating film
evaporator of Braslaw necessarily results in the stirring®
thereof. Thus, based on the present record, we are in
agreenent with the exam ner's concl usion that Braslaw
anticipates the clainmed nmethod. 1In this regard, appellants

cl ai med process including the second | ower tenperature
stirring step conducted at 50-180°C has not been distingui shed
fromthe substantially same step enployed in the rotating film

evaporator of Braslaw. See |1n re Best, 562 F.2d 1252, 1255-

56, 195 USPQ 430, 433-34 (CCPA 1977). W do not find
appel | ants' argunent regardi ng possible distinctions in what
the clai ned process nay achieve in terns of reaction in
conducting the | ower tenperature stirring step (brief, page 4)

persuasive in |light of the above.

3 The Anerican College Dictionary, Random House, The L. W
Si nger Conpany, Syracuse, NY, p. 1188 (1970) defines stir as
"1l. to nove or agitate (a liquid, or any matter in separate
particles or pieces) so as to change the relative position of
conponent parts, as passing an inplenent continuously or
repeatedly through: to stir one's coffee with a spoon. 2. to
nove, esp. in sone slight way...." and defines stirring at
page 1189 as "1. that stirs...."
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Moreover, we find that the examner's alternative
rejection of clainms 1-5 under 35 U.S.C. §8 103 as being
unpat ent abl e over Braslaw is sustainable. Braslaw discloses a
process that includes substantially the sane process steps as
appel l ants' cl ai ned process as indicated above. Thus,
appel l ants' argunents regardi ng the obvi ousness/ non-
obvi ousness of adding additional reaction steps to the process
of Braslaw (brief, page 5) are not convincing since the
propriety of the rejection does not turn on addi ng additiona
reaction steps to Braslaw. Rather, the rejection is prem sed
on the nethod step teachi ngs already described by Brasl aw
i ncluding the lower tenperature rotating film evaporation step

as establishing the prima facie case of obviousness as

I ndi cat ed above. Accordingly, in addition to affirmng the
examner's rejection of clains 1-5 as being anticipated by
Brasl aw under 35 U.S.C. 8§ 102, we also agree with the exam ner

that appellants' clainmed nmethod woul d have been prim facie

obvi ous under 35 U.S.C. 8§ 103 over Braslaw s process. See In
re Best, 562 F.2d at 1255, 195 USPQ at 433-434 (CCPA 1977).
Accordingly, we also affirmthe alternative 8 103 rejection

advanced by the exam ner.
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CONCLUSI ON

To sunmmari ze, the decision of the exam ner to reject
claims 1-5 under 35 U.S.C. 8§ 102 and/or 35 U.S.C. 8 103 is

affirned.
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No tinme period for taking any subsequent action in

connection with this appeal nay be extended under 37 CFR

8§ 1.136(a).
AFFI RVED
CAMERON WEI FFENBACH )
Adm ni strative Patent Judge )
)
)
)
) BOARD OF PATENT
THOVAS A. WALTZ ) APPEALS
Adm ni strative Patent Judge ) AND
) | NTERFERENCES
)
)
)
PETER F. KRATZ )
Adm ni strative Patent Judge )
bae
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